United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/589,418 


08/15/2006 


Sunao Ikeda 


121036-0093 


7064 



7590 

Michael S Gzybowski 
Butzel Long 
350 South Main Street 
Ann Arbor, MI 48104 



02/18/2009 



EXAMINER 



QAZI, SABIHANAIM 



ART UNIT 



PAPER NUMBER 



1612 



MAIL DATE 



DELIVERY MODE 



02/18/2009 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



\JI 1 1 Ot? n\* If SJtl OUffffffCff y 


Application No. 

10/589,418 


Applicant(s) 

IKEDA ET AL. 


Examiner 

Sabiha Qazi 


Art Unit 

1612 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 14 November 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1J3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1J3 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)Q Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Non-Final Office Action 
Claims 1-8 are pending. No claim is allowed at this time. Amendments are 
entered. 



Summary of this Office Action dated 2/1 1/09 

1 . Continued Examination Under 37 CFR 1.114 

2. 35 USC § 103(a) Rejection 

3. Response to Remarks 

4. Communication 
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Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either reiterated 
or newly applied. They constitute the complete set presently being applied to the 
instant application. 



Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1. 17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 1 1/14/2008 has been entered. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

3. Claims 1-8 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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4. It is unclear what is intended by "general formula" in claims when to 
formula has been cited. Deletion of this term is suggested. 



Claim Rejections - 35 USC S 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of 
the manner and process of making and using it, in such full, clear, concise, 
and exact terms as to enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use the same and 
shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 

2. Claims 1-8 rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Following reasons 
apply: 

3. Citation of "paraformaldehyde" in claim 1 is considered new matter. 
Specification discloses formaldehyde. 

4. Process of new claim 5 is new matter. There is no process in the 
specification which allows reaction with trioxane. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

4. Claims 1-4 and 6-8 rejected under 35 U.S.C. 103(a) as being unpatentable 
over VICTOR WEINMAYR (JOC, 28, 492-4, 1963, IDS reference), JP (61- 
097277, IDS reference, abstract) and JP 63146868 (IDS, reference, abstract). 

5. WEINMAYR teaches a process for producing 2,2,3, 3-tetrafluorooxethane 
by reacting fluoro-olefins with formaldehyde in hydrogen fluoride. 
Trifluoroethylene condenses with formaldehyde in liquid hydrogen fluoride to 
form 2,2,3,3-pentafluoro-l-propanol and fluoromethyll-2,2,3,3,-pentafluoropropyl 
ether. See the entire document especially abstract, 1-32, and 1st column on page 
493. 

6. JP-6 1-097277 teaches 2,2, 3, 3-tetrafluorooxethane (complete translation is 
not available). 

7. JP 63146868 teaches purification of teaches 2,2,3, 3-tetrafluorooxethane. 



8. Presently claimed invention is drawn to a process for producing 2,2,3,3- 
tetrafluorooxethane, which comprises allowing tetrafluoroethylene to react with a formaldehyde 
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compound in anhydrous hydrogen fluoride reaction being is carried out in the presence of 
polyfluoroalkylic acid or polyfluoroalkyl ester thereof, represented by the formula: RfCOORf '. 
Instant claims for process for producing 2,2,3,3-tetrafluorooxethane, has 

been generically taught by the reference. 

It would have been obvious to one skilled in the art at the time of the 
invention to prepare 2,2,3,3-tetrafluorooxethane, by formaldehyde or its derivative 
and anhydrous hydrogen fluoride because prior art teaches this method. JP 
references also teach 2,2,3,3-tetrafluorooxethane (since there is criticality of 
invention has been disclosed in the specification examiner considers that claims are 
obvious over the prior art. Final decision will be made after considering the 
translation of JP REFERENCES. The reaction to prepare 2,2,3,3- 
tetrafluorooxethane and its derivatives has been taught by the reference. 

In the light of the forgoing discussion, the Examiner's ultimate legal 
conclusion is that the subject matter defined by the instant claims would have been 
obvious within the meaning of 35 U.S.C. 103(a). 

Response to Remarks 

Applicants' arguments, filedl 1/14/2008, have been fully considered. 
Applicant argue that WEINMYR teaches 2, 2, 3,3-tetrafluorooxethane as a by 
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product. Examiner disagrees because even if the compound is present in minor 
quantities the process of making would be obvious in absence of any criticality of 
the present invention. 1 1 is not clear what is new in this process. New references 
are added to show that producing 2, 2,3,3-tetrafluorooxethane using formaldehyde 
appears to be known. Full translation of JP-6 1-097277 and JP 63 146868 is not 
available to the Examiner at this time only abstract was provided in IDS. 

It has been decided by the courts that "[w]hen a patent simply arranges old 
elements with each performing the same function it had been known to perform 
and yields no more than one would expect from such an arrangement, the 
combination is obvious". KSRv. Teleflex , 127 S,Ct. 1727, 1740 (2 007) (quoting 
Sakraida v. A.G. Pro , 425 U.S. 273, 282 (1976)). "[W]hen the question is whether 
a patent claiming the combination of elements of prior art is obvious", the relevant 
question is "whether the improvement is more than the predictable use of prior art 
elements according to their established functions." (Id.). Addressing the issue of 
obviousness, the Supreme Court noted that the analysis under 35 USC 103 "need 
not seek out precise teachings directed to the specific subject matter of the 
challenged claim, for a court can take account of the inferences and creative steps 
that a person of ordinary skill in the art would employ." KSR v. Teleflex , 127 S.Ct. 
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1727, 1741 (2007). The Court emphasized that "[a] person of ordinary skill is. . . a 
person of ordinary creativity, not an automaton." Id at 1742. 

Communication 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Sabiha Qazi whose telephone number is (571) 
272-0622. The examiner can normally be reached on any business day except 
Wednesday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Krass Frederick can be reached on (571) 272-0580. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to 
the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 



/Sabiha Qazi/ 

Primary Examiner, Art Unit 1612 



